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Key Developments and Trends 

• Trade marks / passing-off 

• Designs 

• Copyright 

• Patents  
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Trade Marks / Passing Off 

Shapes 
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What is this? 
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Société des Produits Nestlé SA v Cadbury UK Ltd (CJEU 
2015)  
 
Mere recognition of the shape is not enough to prove 
acquired distinctiveness.  
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Coca Cola General Court Decision 

• “Contour bottle without fluting” 

• Metal, plastic or glass 
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Coca Cola 3D Bottle marks 

• Application of Coca-Cola Co (1986) 

 

• Lord Templeman  

“another attempt to expand the boundaries of 

intellectual property  and to convert a  protective 

law into a source of monopoly” 
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• Nestlé Waters France (2003) 

 

Bobbin-like shape and oblique, horizontal  grooves 
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Coca Cola General Court Decision 

• Devoid of distinctive character 

• Must depart significantly from standard packaging for the relevant 

goods/sector 

• Evidence of sales / investment for acquired distinctiveness must 

relate to the mark in question 
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Supermac’s EUTM Application 

• Partially successful opposition by McDonald’s 

 

• Opposition based on fourteen registered ‘Mc’ / ‘Mac’ word marks e.g. 

‘Mc’, ‘McMuffin’ and ‘Big Mac’ 
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SUPERMAC’S vs BIG MAC 
 

• “consumers may legitimately believe that the contested mark, 

‘SUPERMAC’S’, is a new version or a brand variation of the earlier 

trade mark, ‘BIG MAC’,”  

 

• Application rejected for vast majority of goods and services 

 

• Remaining goods include yeast, baking powder etc. 
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Comparative Advertising 

• Aldi v Dunnes Stores (2015) 
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Comparative Advertising ctnd. 

• Injunction granted by Cregan J 

• Not comparing like with like 

  

     Peach                                                                  Peach &  

                                                                                  Nectarine 

    6.9% Fruit                                                            10% Fruit 
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Injunctions 

Aldi v Dunnes Stores (No.2) (2015) 

• Specific campaign had ceased two years earlier 

• No special reasons not to grant an injunction 

• “cavalier attitude” of Defendant 

• Failure to respond to correspondence 
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The Irish Times v The Times (2015) 

 

• The Times (Irish Edition) 

 

 

• Injunction refused due to the 8 month delay in seeking an 

injunction 
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GlaxoSmithKline v Rowex Limited (2015) 

• Objection to colour 

• Injunction refused as damages would provide an adequate 

remedy 

• Injunctions refused in other countries taken into account 
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Designs 
 
 

20 



Trunki Case 

• Magmatic Ltd v PMS International Group Plc (2014) 
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Trunki – UK High Court 

• Arnold J at first instance 

• Trunki was a “substantial departure from the design corpus” 

• Designer entitled to a broad scope of protection 

• Kiddee case, a cheaper version, held to infringe 

• Proper comparison was with shape and not surface decoration 
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Trunki – Court of Appeal 

• Different overall impression due to the surface decoration (an 

element which Arnold J had failed to consider)  

• Triunki – horned animal  

• Kiddee case – animal with floppy ears or insect with antenna 
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Trunki – Supreme Court (2016) 

• Upheld Court of Appeal decision 
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Copyright 
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McFadden v Sony Music Entertainment 
Germany GmbH 

• Shop Wi-Fi internet connection used to make copyright-protected 

musical works available for download 

 

• Any requirement for McFadden to terminate, monitor or password-

protect his Wi-Fi service would be incompatible with the fair balance 

of competing fundamental rights. 
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England And Wales Cricket Board Ltd v 
Tixdaq Ltd (UK 2016) 

• 8 Second clips of Cricket matches considered “a substantial part of 

the work” 

• Safeguards such as obliging users to attribute clips to broadcasters, 

limiting uploads to two clips per hour and deleting the clips after 24 

hours, were unsuccessful in protecting against a finding of 

infringement 

• Defence of fair dealing for reporting current event was held not to 

apply particularly where competing use  
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Patents 
 

28 



Smith & Nephew v Convatec (2015) 

First instance decision: 

• Significant figures approach 

• Claim of 1-25% is infringed by >0.95 to <25.5% 

 

Court of Appeal decision: 

• Whole numbers approach 

• Claim of 1-25%is infringed by >0.5 to <25.5% 
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Confidentiality Clubs  

• Boehringer v The Patent Acts (2015) 

• 1 vs. 3 in-house counsel 

  “impractical and too restrictive” 

• Involvement in further litigation i.e. same subject matter in any 

jurisdiction 

 “an unacceptable restriction and an unnecessary one” 

• Detailed record of disclosures  

 i.e. identity of recipient, date of disclosure, details of document disclosed  
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Conclusion 

• Shapes - Difficulties in registering shape marks 

• Injunctions- Act and engage early! 

• Designs - Care needed in preparing applications to increase 

protection  

• Confidentiality clubs - Don’t overreach! 
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Who Owns the IP: Employer, 
Employee or Contractor? 
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Context 

There are four principal IP rights.  These are: 

• Trade Marks; 

• Industrial Designs; 

• Copyright; and 

• Patents. 
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The Issue 

• If intellectual property is created by an employee or a contractor, 

      - who owns it? 

• Hugely common issue in IP and corporate transactions 

• Due Diligence 

• Warranties 

• Start ups – when and where was the initial IP made? 

34 



Employees – Copyright (1/4) 

• Copyright: 

 “The author of work is the first owner of the copyright 

 unless…the work is made by an employee in the course of 

 employment, in which case the employer is the first owner of  

 any copyright in the work, subject to any agreement to the 

 contrary.” 

            - Section 23 Copyright and Related Rights Acts 2000 to 2007 
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Employees – Copyright (2/4) 

• Two Issues: 

 

 - an “employee” 

 - in “the course of employment” 

 

• “Employee”? 

 

 - normal rules apply for distinguishing a contract of service and 

    a contract for services (Ray v Classic FM) 

 - degree of control 

 - provision of tools and equipment 

 - holiday or sick pay entitlements 

 - tax arrangements 

 

• “In the course of employment”? 
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Employees – Copyright (3/4) 

• Stephenson Jordan and Harrison Limited v MacDonald and Evans 

[1952] English Court of Appeal 

 
− Mr Flemming was an employee accountant/business consultant of 

the plaintiff but who agreed to give public lectures. He later sold the 

rights to publish the lectures - and other material -  to the defendants. 

It was held that the “other material” was created as an employee but 

the lectures were created under a severable contract for services. 

 
• Noah v Shuba and Another [1991] English High Court 

 
− Applied Stephenson Jordan in finding that an employed consultant 

doctor who had written a book related to his area of employment in 

his own time but in consultation with his work colleagues and using 

his employer’s letterhead and published by his employer 

nevertheless owned the copyright in the publication.  
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Employees – Copyright (4/4) 

• Using employer’s facilities? 

 

• Assigned tasks? 

 

• Boudreau v Lin:  An employee was studying a private course in a 

university.  Notwithstanding its relationship to the employee’s work, it 

was not ‘in the course of employment.’ 
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Employees – Patents (1/2) 

• Section 16 of the Patents Act 1992 is not terribly clear: 

 

 “The right to a patent shall belong to the inventor or his 

 successor in title, but if the inventor is an employee the right to 

 a patent shall be determined in accordance with the law of the 

 state in which the employee is wholly or mainly employed or, if 

 the identity of such state cannot be determined, in accordance 

 with the law of the state in which the employer has his place of 

 business to which the employee is attached.” 

 

• Section 39 of the UK Patents Act 1977 gives some indication of the 

then common law position. Common law principles continue to apply 

in Ireland.  
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Employees – Patents (2/2) 

i. The invention was made in the course of the employee’s normal 

duties or duties specifically assigned to the employee  and in either 

case the circumstances were such that an invention might 

reasonably be expected to result. 

 

 

ii. The invention was made in the course of the employee’s duties and 

the employee has, because of the nature of his duties and the 

particular responsibilities arising from them, a special obligation to 

further the employer’s interest. 
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Contractors (1/2) 

• There are no statutory provisions dealing specifically with contractor 

ownership 

 

• The contractor is entitled to the copyright unless the contract itself 

expressly says who is to own the copyright. 

 

• The mere fact that the contractor has been commissioned does not 

entitle the client to the work. 

 

• If it’s not dealt with in writing, the matter will turn on implied terms: it 

must be reasonable and equitable; necessary to give business 

efficacy so that no term will be implied if the contract is effective 

without it; it must be so obvious as to go without saying; it must be 

capable of clear expression; it cannot contradict the express terms of 

the contract. 
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Contractors (2/2) 

• If either a licence or an assignment will do, the implication will be the 

grant of a licence only 

 

• The licence will be the minimum which the parties must have 

intended and limited to what was in the joint contemplation of the 

parties 

 

• An assignment may be necessary if the client also needs to exclude 

the contractor from using it and the right to enforce it against third 

parties. 

 

• Griggs v Evans & Others [2005] English Court of Appeal 

 

• Lucasfilm v Ainsworth [2008] English High Court 
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Solution:  Written IP Agreements 

• It is essential, even in employment agreements, to carefully draft 

appropriate IP provisions 

• What to include? 

• A definition of “Intellectual Property Rights” 

• Employees: vesting language in favour of the employer: 

− “in the course of employment” 

− “assigned duties” 

− employer facilities/outside of work relating to the employer’s business  

− whether alone or with others 

 

• Contractors: vesting language – “arising from the services” 

• An assignment of the IPR 

• Trust/waiver of any non-transferring rights, e.g. moral rights. 
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Solution:  Written IP Agreements 

• No compensation  

 

• Further assurances 

 

• Reporting obligations 

 

• No introduction of infringing materials 

 

• Often coupled with confidentiality provisions 

 

• Classic careful lawyer advice – if in doubt write it down! 
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IP Implications of Brexit 
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IP = EU 

• Very harmonised area 
– Trade Marks 

– Designs 

– Plant Breeders’ Rights 

– Database 

– Copyright 

– Unitary Patent 

• Not European Patent – regional treaty 
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The major headaches 

• Unitary rights e.g. EU ® and EU Designs no 
longer apply to UK (conversion to UK?) 

• Other EU Regulations no longer apply e.g. 
Supplementary Protection Certificates 

• Would the UK follow the ECJ’s rulings on 
EUIP? 

• Unitary Patent – ? 

• Customs Enforcement - ? 
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Business as usual 

• Law based on directives e.g. Trade Mark 

Directive, will stay in force 

• Licences – IP contracts 

• Exhaustion of rights (if UK stays within 

EEA) 

• European Patents (EPC not an EU 

instrument) 
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Article 50 TEU 

• Withdrawal mechanism 

• Default period of 2 years from notification 

to cessation 

• Envisages negotiation of terms of 

withdrawal 

• Er…never used before!  
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UK legal plc sets up in Ireland (?) 

Irish legal plc takes 
over UK EUIP business 
(?) 
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Questions?  

 Gerard Kelly 
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 Mason Hayes & Curran 
  
 t: +353 1 614 5093 
 e: gkelly@mhc.ie 

      @mhclawyers 
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 Partner 
 Mason Hayes & Curran 
  
 t: +353 1 614 5290 
 e: pbolger@mhc.ie 

       @mhclawyers 
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Thank you    
 
 
For any queries on upcoming events, 
please contact events@mhc.ie 
 
@mhclawyers  
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